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APPELLANTS' BRIEF ON APPEAL UNDER 37 C.F.R. § 41.37 

Sir: 

The following comprises the Appellants' Brief on Appeal from the final rejection, 
dated July 14, 2004, of claims 1-16. This Appeal Brief is accompanied by the required 
appeal fee set forth in 37 C.F.R. § 1 .1 7(c). Appellants' Notice of Appeal was filed on 
November 15, 2004. Therefore, the present Appeal Brief is timely filed. 

I. REAL PARTY IN INTEREST 
The above-captioned application is assigned in its entirety to Google, Inc., which 
is the real party in interest. 

* JL RELATED APPEALS AND IN TERFERENCES 

Appellants state that, upon information and belief, they are not aware of any co- 
pending appeal or interference which will directly affect, be directly affected by, or have 
a bearing on the Board's decision in the pending appeal. 
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III. STATUS OF CLAIMS 

This is an appeal from the final rejection dated July 14, 2004, wherein claims 1 , 
3, 4, 6-8 and 10-12 were rejected under 35 U.S.C. § 102(e) as being anticipated by 
Fleskes (U.S. Patent No. 6,529,910). Claims 2, 5 and 9 were rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Fleskes in view of Hickman (U.S. Patent 
Publication No. 2001/0033564). Claims 13-16 were rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Fleskes. 

The present application was originally filed with claims 1-12. An Amendment 
under 37 C.F.R. §1.111 was filed May 24, 2004 amending claims 1 and 8, and adding 
claims 13-16. Accordingly, claims 1-16 are the claims currently on appeal. 

IV. STATUS OF AMENDMENTS 
All Amendments have been considered and entered. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 
The invention will be summarized by reading the appealed claims onto the 
specification and drawings. See MPEP § 1206, at 1200-10. 

Appellants' invention provides a system (FIG. 1 ) for allowing a user to customize 
a personal web page using an Internet web site having predetermined features that can 
be incorporated into the personal web page, as set forth in independent claim 1 . A 
server (FIG. 1: 100) is connected to the Internet (FIG. 1: 160) and controls the web site. 
Page 5, lines 2-9. A web page-forming component (FIG. 1:110) forms the personal 
web page incorporating one or more of the features of the web site in response to an 
input provided by the user via the Internet (FIG. 1: 160). Page 5, lines 22-32. The 
personal web page comprises a private component accessible only by the user and a 
public component accessible to anyone. Page 6, lines 17-20. The user's input 
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determines which of the features appear in the private component and which of the 
features appear in the public component. Page 6, lines 20-26. 

As recited in dependent claim 2, the invention is further embodied in a system as 
described above in which the input further provides biographical information on the user 
to be included in the public component. Page 1 1 , lines 1 7-20. 

As recited in dependent claim 3, the invention is further embodied in a system as 
described above which also comprises a single action construction component (FIG. 1: 
140). The user may add one or more of the web site features to the personal web page 
with a single action. Page 9, line 27-page 10, line 4. 

As recited in dependent claim 4, the invention is further embodied in a system as 
described above which also comprises an annotation component (FIG. 1 : 150) that 
allows the user to create and store a comment related to one of the features in the 
personal web page, such that the comment may be later accessed. Page 8, line 30- 
page 9, line 21. 

As recited in dependent claim 5, the invention is further embodied in a system as 
described above in which the server (FIG. 1: 100) allows a third party to access the 
public component from the web site in a single action. Page 6, lines 17-20. 

As recited in dependent claim 6, the invention is further embodied in a system as 
described above in which the web page-forming component (FIG. 1: 110) further 
comprises a construction component (FIG. 1 : 170) to guide the user through the 
formation of the personal site. Page 8, lines 22-29. 

As recited in dependent claim 7, the invention is further embodied in a system as 
described above which also comprises a tracking component (FIG. 1 : 180) that 
changes the personal web page to reflect changes in the web site. Page 10, line 15- 
page 11, line 2. 

As recited in independent claim 8, another aspect of the invention is embodied in 
a method (FIG. 2.) for allowing a user to customize an Internet web site having 
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particular features. Access is provided to a web site via a server (FIG. 1: 100). FIG. 2: 
200; page 11, lines 5-6. In response to receiving an input to the website, a web page- 
forming component (FIG. 1 : 1 1 0) for forming a personal web page incorporating one or 
more of the web site features in accordance with the input is provided. FIG. 2: 210; 
page 1 1 , lines 6-16. The personal web page comprises a private component 
accessible only by the user and a public component accessible to anyone. Page 6, 
linesJ7-20. The input determines which of the features appear in the private 
component and which of the features appear in the public component. Page 6, lines 
20-26. 

As recited in dependent claim 9, the invention is further embodied in a method 
as described above which also comprises providing biographical information to be 
included in the public component. FIG. 2: 220; page 11, lines 17-20. 

As recited in dependent claim 10, the invention is further embodied in a method 
as described above which also comprises adding one of the web site features to the 
personal web page with a single action. FIG. 2: 230; page 9, line 27-page 10, line 4; 
page 11, lines 21-24. 

As recited in dependent claim 1 1 , the invention is further embodied in a method 
as described above which also comprises creating an annotation related to one of the 
features in the personal web page (FIG. 2: 250), storing the annotation (FIG. 2: 260), 
and accessing the annotation during subsequent use of the personal web page (FIG. 2: 
270). FIG. 2: 240; page 8, line 30-page 9, line 21 ; page 1 1 , lines 25-30. 

As recited in dependent claim 12, the invention is further embodied in a method 
as described above which also comprises automatically updating the personal web 
page. FIG. 2: 280; page 12, lines 1-3. 

As recited in dependent claim 1 3, the invention is further embodied in a system 
as described above in which the features that appear in the public component link back 
to the web site. Page 5, lines 27-32. 
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As recited in dependent claim 14, the invention is further embodied in a system 
as described above in which the features that appear in the private component link 
back to the web site. Page 5, lines 27-32. 

As recited in dependent claim 15, the invention is further embodied in a method 
as described above in which the features that appear in the public component link back 
to the web site. Page 5, lines 27-32. 

As recited in dependent claim 16, the invention is further embodied in a method 
as described above in which the features that appear in the private component link 
back to the web site. Page 5, lines 27-32. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 
This appeal presents the following issues for decision by the Board: 
Whether claims 1 , 3, 4, 6 and 7 are anticipated by Fleskes, and are properly 

rejected on that ground; 

Whether claims 8 and 10-12 are anticipated by Fleskes, and are properly 

rejected on that ground; 

Whether claims 2 and 5 are obvious over Fleskes in view of Hickman, and are 

properly rejected on that ground; 

Whether claim 9 is obvious over Fleskes in view of Hickman, and is properly 

rejected on that ground; and 

Whether claims 13-16 are obvious over Fleskes, and are properly rejected on 

that ground. 
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VII. ARGUMENTS 
I. Claim Rejections - 35 U.S.C. § 102 

Claims 1 , 3, 4, 6 and 7 stand rejected under 35 U.S.C. § 102(e) as purportedly 
being anticipated by Fleskes. 1 Claims 8 and 10-12 stand rejected under 35 U.S.C. § 
102(e) as purportedly being anticipated by Fleskes. 2 For the reasons set forth below, 
Appellants respectfully contend that the rejections are in error and should be reversed. 
To anticipate a claim, a single prior art reference must disclose each and every feature 
of the claim. 3 The §102 rejections on appeal are improper because the cited reference 
does not teach all of the features of the rejected claims. 

A. Independent Claims 1 and 8 

Independent claim 1 recites, inter alia , "a web page-forming component for 
forming the personal web page incorporating one or more of the features of the web 
site in response to an input provided by the user via the Internet." Claim 8 has a similar 
limitation. Fleskes fails to disclose, teach or suggest this feature. 

The Examiner asserts that: 

Fleskes teaches a web page-forming component for forming the personal 
web page incorporating one or more of the features of the web site in 
response to an input provided by the user via the Internet, in col. 3, lines 
8-17. In the teachings of Fleskes, although the information used to create 
the web page is stored in a database, it is received as input provided by a 
user via the Internet and is used to form a web page by incorporating one 
or more features of the web site such as the models, or predetermined 
templates provided by the web site. 4 



Office Action at 4, para. 2. 
Office Action at 6, para. 8. 

See Gechterv. Davidson . 116 F.3d. 1454, 1457 (Fed. Cir. 1997). 
Office Action at 3, para. 2. 
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However, the text at column 3, lines 7-10 of Fleskes simply states that "web pages [are 
created] based on models and predetermined templates or designs and incorporation of 
data about the entity into the web pages." There is no teaching or suggestion that the 
models and predetermined templates of Fleskes are predetermined features of an 
Internet web site that can be incorporated into a personal web page. 

As discussed in Fleskes, conventional web page development is costly and labor 
intensive, as web pages require continuous updating and custom design. 5 Fleskes 
resolves to remedy the deficiencies of the prior art. As illustrated in Figures 2 and 3, 
Fleskes discloses a system and method, respectively, for generating custom web 
pages. A login web page is requested from a database in a distributed network. A user 
who is authorized to view an organization's web page, selects an organization's web 
site or template. The user enters data about the new organization into the web site or 
template, and a new web page is generated and displayed having a "similar look and 
feel" as the viewed organization's web page. 6 

The system and method of Fleskes is different from the system and method of 
the present invention, as set forth in independent claims 1 and 8. The web page of the 
present invention is formed by incorporating predetermined features of an Internet web 
site. In other words, the Internet web site contains the predetermined features, and the 
predetermined features are incorporated into a personal web page using a web page- 
forming component. The user of the system of the present invention does not select a 
template resembling another's company web page and then enter data in the selected 
template. Rather, a user selects one or more predetermined features of an Internet 
web site and the predetermined features are incorporated in his/her personal web page. 



5 Fleskes, col. 1, lines 20-55. 

6 Fleskes, col. 8, line 39-col. 9, line 1. See., e.g. . Fleskes, col. 2, line 66-col. 3, 
line 7; col. 24, lines 48-64; col. 25, lines 20-34; and col. 25, line 45-col. 26, line 11. 



Page 7 of 20 



Appellants 1 Brief on Appeal 
under 37 C.F.R. § 41.37 
Serial Appln. No. 09/734,043 

Fleskes contains no hint or even a remote suggestion of the claimed "web page- 
forming component." Thus, Fleskes clearly does not anticipate independent claims 1 
and 8 since "[a] prior art reference anticipates a claim only if the reference discloses, 
either expressly or inherently, every limitation of the claim." 7 

B. Dependent Claims 3, 4, 6, 7 and 10-12 

Dependent claims 3, 4, 6, 7 and 10-12 depend on at least one of independent 
claims 1 and 8, and are allowable for at least the same reasons discussed above with 
respect to independent claims 1 and 8, in addition to the features they recite. For 
example, dependent claim 3 recites "a single action construction component, wherein 
the user may add one or more of the web site features to the personal web page with a 
single action." Dependent claim 10 has a similar limitation. Fleskes fails to disclose, 
teach or suggest this limitation. 

The Examiner avers that this feature is disclosed in column 10, lines 13-1 6. 8 
However, the text relied upon by the Examiner merely describes the process of viewing 
an item of a web page (e^, a user clicks on a view button 74 to view an image of the 
web page). A user cannot add or incorporate one or more predetermined features to or 
into a personal web page with a single action in the system of Fleskes. To be sure, 
after a user requests a login page, enters login information and is verified as an 
authorized user, he/she 1) selects an organization's web site, 2) enters data about an 
organization into the web site, 3) elects to generate new web pages, 4) is verified as an 
authorized user to alter the web pages, etc. 9 Surely, the at least four steps are not a 
single action. Thus, Fleskes does not satisfy this limitation. 



See Rowe v. Dror . 112 F.3d 473, 478 (Fed. Cir. 1997). 
Office Action at 5, para. 4. 
Fleskes, col. 8, line 47-col. 9, line 2. 
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Dependent claim 4 recites "an annotation component that allows the user to 
create and store a comment related to one of the features in the personal web page, 
such that the comment may be later accessed." Dependent claim 1 1 has similar 
limitations. Fleskes does not disclose, teach or suggest these limitations. 

The Examiner contends that Fleskes discloses these limitations at column 10, 
lines 20-23. 10 Although Fleskes describes "optional components such as custom page 
or image, or a list of comments, and the like," there is no disclosure that the optional 
components are "related to one of the [predetermined] features in the personal web 
page." Fleskes must expressly or inherently disclose the limitations of claims 4 and 1 1 
in order to anticipate them. In this case, Fleskes does not and, thus, these limitations 
are not met. 

II. Claim Rejections - 35 U.S.C. § 103 

Claims 2 and 5 stand rejected under 35 U.S.C. § 103(a) as purportedly being 
obvious over Fleskes in view of Hickman. 11 Claim 9 stand rejected under 35 U.S.C. § 
103(a) as purportedly being obvious over Fleskes in view of Hickman. 12 Claims 13-16 
stand rejected under 35 U.S.C. § 103(a) as purportedly being obvious over Fleskes. 13 
For the reasons set forth below, Appellants respectfully contend that the rejections are 
in error and should be reversed. To establish a prima facie case of obviousness, the 
Examiner must demonstrate: (1) a suggestion or motivation to combine reference 
teachings, (2) that there was a reasonable expectation of success, and (3) that prior art 



Office Action at 5, para. 5. 
Office Action at 7, para. 2. 
Office Action at 9, para. 5. 
Office Action at 10, para. 7. 
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reference or references teach or suggest all claim limitations. 14 Motivation to combine 
references can come from "the nature of the problem to be solved, the teachings of the 
prior art, [or] knowledge of persons of ordinary skill in the art." 15 The §103 rejections on 
appeal are improper because they fail to establish a prima facie case of obviousness in 
that the cited art does not teach or suggest all elements of claims 2, 5, 9 and 13-16, 
and, moreover, there is no motivation or suggestion to modify the cited reference(s) in 
the manner suggested by the Examiner. 

A. Dependent Claims 2, 5 and 9 

The Examiner acknowledges that Fleskes does not disclose "provid[ing] 
biographical information on the user to be included in the public component," 16 as 
recited in claims 2 and 9. Further, the Examiner acknowledges that Fleskes does not 
disclose "allow[ing] a third party to access the public component from the web site in a 
single action," 17 as recited in claim 5. The Examiner asserts that such concepts, 
however, are demonstrated in Hickman. 18 Claims 2 and 5 depend from independent 
claim 1 , and claim 9 depends from independent claim 8. Fleskes does not teach all 
elements of independent claims 1 and 8, as demonstrated above, and Hickman does 
not remedy the shortcomings of Fleskes. Like Fleskes, Hickman fails to teach or 
suggest Appellants' "web page-forming component for forming the personal web page 
incorporating one or more of the features of the web site in response to an input 
provided by the user via the Internet." Appellants furthermore respectfully submit that 



14 In re Vaeck . 947 F.2d. 488, 493, 20 USPQ2d. 1 438 (Fed. Cir. 1 991 ), see also 
MPEP § 2142, at 2100-128 (Rev. 2, May 2004). 

15 In re Rouffet . 149 F.3d 1350, 1358, 47 USPQ2d 1453 (Fed. Cir. 1998). 

16 Office Action at 8, para. 3; Office Action at 9, para. 6. 

17 Office Action at 8, para. 4. 

18 JgL at para. 3. 
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claims 2, 5 and 9 are independently patentable because the combination of Fleskes 
and Hickman is improper. 

"When a rejection depends on a combination of prior art references, there must 
be some teaching, suggestion, or motivation to combine the references." 19 Virtually all 
inventions are combinations of old elements. 20 If identification of each claimed element 
in the prior art were sufficient to negate patentability, the Examiner could use the 
claimed invention itself as a blueprint for piecing together elements in the prior art to 
defeat the patentability of the claimed invention. 21 To prevent the use of hindsight 
based on the teachings of the patent application, the Examiner must show a motivation 
to combine the references in the manner suggested. 22 

In Rouffet . the Court of Appeals held that although all elements recited in the 
claims of Rouffet's application were arguably disclosed in the applied prior art 
references, the rejection under 35 U.S.C. § 103 was improper because there was no 
suggestion as to why one skilled in the art would have been motivated to combine the 
references in such a manner as to render the claims obvious. 23 

The situation is, at best, the same in this case. Even if all elements recited in the 
pending claims can be found in the combined disclosures of Fleskes and Hickman, 
there is no reason that one of ordinary skill in the art would have been motivated to 
combine these references in such a manner as to render the pending claims obvious. 
The Examiner asserts that: 



Rouffet . 47 USPQ2d at 1453; see also MPEP § 2143.01. 
See Rouffet . 47 USPQ2d at 1457. 
See id. 

SeeigLat 1457-58. 
Seeig\ at 1457. 
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it would have been apparent to a person of ordinary skill in the art, at the 
time of the present invention, to modify the teachings of Fleskes with 
Hickman to have the user provide biological information to be included in 
the public component. This would have allowed the public to verify that 
the information displayed on the web site is coming from a reliable 
source. 24 

Further, the Examiner asserts that: 

it would have been apparent to a person of ordinary skill in the art, at the 
time of the present invention, to modify the teachings of Fleskes ... with 
Hickman to have a third party access the public component from the web 
site in a single action, or by means of a hyperlink. This would have 
provided an efficient means for the public to access the public component 
of the web page. 25 

However, there is no motivation in the cited prior art references to arrive at the claimed 
invention. The Examinees purported rationales are merely broad conclusory 
statements (acu, this would have allowed the public to verify that information came from 
a reliable source; this would have provided an efficient means to access the web page). 
Broad conclusory statements regarding the teaching of multiple references, standing 
alone, are not evidence. 26 Moreover, combining prior art references without evidence of 
such a suggestion, teaching, or motivation simply takes the inventor's disclosure as a 
blueprint for piecing together the prior art to defeat patentability, the essence of 
hindsight. 27 Clearly, the Fleskes and Hickman references do not suggest the claimed 
invention, and there is no sufficient basis for combining the references but for the 



24 Office Action at 8, para. 3 (citations omitted); Office Action at 9, para. 6 (citations 
omitted). 

25 Office Action at para. 4 (citations omitted). 

26 See McElmurrv v. Arkansa s Power & Light Co. . 995 F.2d 1576, 1578, 27 
USPQ2d(BNA) 1129, 1131 (Fed. Cir. 1993): In re Sichert . 566 F.2d 1154, 1164, 196 USPQ 
(BNA) 209, 217 (CCPA 1977). 

27 See, e.g. . Rouffet . 1 49 F.3d at 1 357. 
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teachings of the present invention, e^, page 7, lines 1-2 and 18-19. 28 Thus, the 
proposed modification is no more than a hindsight reliance on the teachings in the 
present application of the advantages of the present invention. 

Accordingly, the combination of Fleskes and Hickman is improper as being 
impermissibly motived in hindsight by the teachings of the present application. 

B. Dependent Claims 13-16 

Dependent claims 13 and 15 recite "the features that appear in the public 
component link back to the web site," and dependent claims 14 and 16 recite "the 
features that appear in the private component link back to the web site." The Examiner 
acknowledges that Fleskes do not disclose these limitations. 29 However, the Examiner 
asserts that "linking back to a web site was well known in the art ... [and t]his concept 
was often used in web sites by users who requested certain information by clicking on a 
link in the web site and being relocated from one portion of the web site to another 
portion of the web site." 30 The Examiner further asserts that "it would have been 
apparent to a person of ordinary skill ... to modify the teachings of Fleskes ... in order to 
view certain areas of the web site that the user may have been interested in." 31 These 
assertions, however, are without merit. 

Claims 13-16 depend from at least one of independent claims 1 and 8, and are 
patentable for at least the same reasons discussed above with respect to claims 1 and 
8. Moreover, claims 13-16 are independently patentable because Fleskes fails to teach 
or suggest additional features recited in claims 1 3-1 6. 



28 Each citation refers to published information such as a list of "reliable sources." 

29 Office Action at 10, para. 8. 

31 kL 
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Claims 13-16 specifically recite that the predetermined features of the Internet 
web site that are incorporated into a personal web page, must link back to that Internet 
web site. For example, if a personal web page includes features A and B, which were 
contained on the Internet web site, those features (e^, A and B) will link back to the 
original Internet web site. No where does Fleskes disclose this limitation. At most, 
Fleskes describes entering arbitrary web addresses and hyper-linking to other web 
sites. 32 This is not analogous to having features that link back to an original web site 
that contained the features. 

Finally, it would not have been obvious to a skilled artisan to modify Fleskes to 
link back to a web site that contained features because, in the system of Fleskes, a web 
page is not formed by incorporating predetermined features of an Internet web site and, 
thus, there is nothing to link back to. Moreover, there is no valid motivation for 
modifying Fleskes in the manner suggested to derive the subject matter of claims 13- 
16. Accordingly, the proposed modification of Fleskes is improperly motivated by 
hindsight reliance on Appellants' disclosure. Further, "viewfing] certain areas of the 
web site that the user may have been interested in" is not a limitation of claims 13-16 
(or any claim of the present invention). 

For the forgoing reasons, Appellants respectfully request that the Board reverse 
all outstanding rejections of the claims of this application. 



Fleskes, col. 11, lines 15-22. 
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CONTINGENT AUTHORIZATION TO CHARGE DEPOSIT ACCOUNT AND 
CONTINGENT PETITION FOR EXTENSION OF TIME 

Unless a check for the present Brief on Appeal is submitted herewith for the fee 
required under 37 C.F.R. §§1.1 92(a) and 1.17(c), please charge said fee to Deposit 
Account No. 02-2135. 

Appellants hereby petition for any extension of time which may be required to 
maintain the pendency of this case, and any required fee for such extension is to be 
charged to Deposit Account No. 02-2135. 



Respectfully submitted, 




Monica S. Davis ' 
Attorney for Appellants 
Registration No. 44,492 

ROTHWELL, FIGG, ERNST & MANBECK, p.c. 
Suite 800, 1425 K Street, N.W. 
Washington, D.C. 20005 
Telephone: (202)783-6040 
Facsimile: (202)783-6031 



Date: January 18, 2005 
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APPENDIX A 

CLAIMS 1-16: 

1 . A system for allowing a user to customize a personal web page using an 
Internet web site having predetermined features that can be incorporated into the 
personal web page, the system comprising: 

a server that is connected to the Internet and that controls the web site; and 
a web page-forming component for forming the personal web page incorporating 
one or more of the features of the web site in response to an input provided by the user 
via the Internet, said personal web page comprising a private component accessible 
only by the user and a public component accessible to anyone, wherein the user's input 
determines which of the features appear in the private component and which of the 
features appear in the public component. 

2. The system of claim 1 wherein the input further provides biographical 
information on the user to be included in the public component. 

3. The system of claim 1 further comprising a single action construction 
component, wherein the user may add one or more of the web site features to the 
personal web page with a single action. 

4. The system of claim 1 further comprising an annotation component that 
allows the user to create and store a comment related to one of the features in the 
personal web page, such that the comment may be later accessed. 

5. The system of claim 1 , wherein the server allows a third party to access 
the public component from the web site in a single action. 
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6. The system of claim 1 wherein the web page-forming component further 
comprises a construction component to guide the user through the formation of the 
personal site. 

7. The system of claim 1 further comprising a tracking component that 
changes the personal web page to reflect changes in the web site. 

8. A method for allowing a user to customize an Internet web site having 
particular features, the method comprising the steps of: 

providing access to a web site via a server; 

in response to receiving an input to the website, providing a web page-forming 
component for forming a personal web page incorporating one or more of the web site 
features in accordance with the input, said personal web page comprising a private 
component accessible only by the user and a public component accessible to anyone, 
wherein the input determines which of the features appear in the private component 
and which of the features appears in the public component. 

9. The method of claim 8 further comprising providing biographical 
information to be included in the public component. 

1 0. The method of claim 8 further comprising adding one of the web site 
features to the personal web page with a single action. 

1 1 . The method of claim 8 further comprising the steps of: 

creating an annotation related to one of the features in the personal web page; 
storing said annotation; and 

accessing said annotation during subsequent use of the personal web page. 
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12. The method of claim 8 further comprising the step of automatically 
updating the personal web page. 

13. The system of claim 1 , wherein the features that appear in the public 
component link back to the web site. 

14. The system of claim 1 , wherein the features that appear in the private 
component link back to the web site. 

15. The method of claim 8, wherein the features that appear in the public 
component link back to the web site. 

16. The method of claim 8, wherein the features that appear in the private 
component link back to the web site. 
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